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- The MAILING DATE of this communication appears on the cover shoot with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 01 July 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 20,21,23-46 and 54 is/are pending in the application. 

4a) Of the above claim(s) 20.21 and 29-46 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 23-28 and 54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 01 March 2002 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM All b)D Some * c)Q None of: 

1 .|3 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage ? 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) O Notice of References Cited (PTO-892) 4) d Interview Summary (PTO-413) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Detailed Action 

1 . The Applicant's amendment filed on July 1, 2005 was received. The specification was 
amended. Claim 54 was amended. A Rule 132 Declaration filed by Mr. Yoshida was received. 

2. The text of those sections of Title 35, U.S.C. code not included in this action can be 
found in the prior Office Action issued on March 3, 2005. 



3. The amendment filed July 1, 2005 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: where a capacity of said lithium secondary cell 
is at least 2Ah, and a ratio of a limit discharging current to said cell capacity is at least around 
30; [t]he 8 Ah battery of Embodiment 9 was manufactured again in exactly the same manner as 
described above, except that the positive and negative electrodes were reduced in size by a factor 
of 4. Consequently, the battery capacity after initial charging of all cells was approximately 2 
Ah. This 2 Ah battery exhibited a limit discharging current (A) of about 60 A, which as 
expected, is about 1/4 of the limit discharging current of the 8 Ah battery according to 



Specification 
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Embodiment 9. The ratio of limit discharging current to battery capacity for this 2 Ah battery 
was about 30. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to. which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claim 54 and dependent claims 23-28 are rejected under 35 U.S.C. 1 12, first paragraph, 
as containing subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. The recitation "where a capacity of said lithium secondary cell is 
at least 2Ah, and a ratio of a limit discharging current to said cell capacity is at least around 30" 
is not disclosed in the instant specification. If applicant believes said terms are fully defined, it is 
requested that applicant indicates column and line, and/or figure with number, identifying the 
support of the limitation. 

Response to Arguments 

6. Applicant's arguments filed on July 1, 2005 have been fully considered but they are not 
persuasive. 
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Applicant 's principle arguments are 

The amendment to the specification is an inherent characteristic of the batteries already 
described in the present specification, its introduction into the specification does not introduce 
new matter. 

In response to Applicant's arguments, please consider the following comments. 

In the proposed amendment to the specification, Applicant discloses the positive and 
negative electrode are reduced in size by a factor of 4. As a result, the battery capacity after 
initial charging of the cell was approximately 2 Ah as opposed to the batteries of 8 Ah in the 
originally filed specification. See Paragraph 131 of instant disclosure. The ratio of limit 
discharging current to battery capacity in the currently amended claim 54 is entirely deduced 
from the newly disclosed data by the Applicant. If the best mode contemplated by the inventor 
at the time of filing the application is not disclosed, such a defect cannot be cured by submitting 
an amendment seeking to put into the specification something required to be there when the 
patent application was originally filed. In re Hay, 534 F.2d 917, 189 USPQ 790 (CCPA 1976). 
Any proposed amendment of this type (adding a specific mode of practicing the invention not 
described in the application as filed) should be treated as new matter. See MPEP 21 65. 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dah-Wei D. Yuan whose telephone number is (571) 272-1295. 
The examiner can normally be reached on Monday-Friday (8:00-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Dah-Wei D. Yuan 
August 12, 2005 




DAH-WEI YUAN 
PRIMARY EXAMINER 



